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Sir: 

In the Notice of Allowability mailed November 2, 2007, the Examiner rejected the 
inventor declaration. Submitted herewith is a new declaration to overcome the 
rejection; however Applicants respectfully disagree with the rejection for the following 
reasons. 

The Examiner alleges the inventor declaration is defective because the 
declaration states that the inventor acknowledges a duty to disclose information which 
is material "to the examination of the application" rather than information material "to 
patentability" as defined in Section 1.56. Applicants respectfully disagree with the 
Examiner's rejection of the inventor declaration. 

Applicants submit that 37 CFR section 1.63 (see Exhibit A) previously required 
an acknowledgement of Applicant's duty to disclose information that is "material to the 
examination of the application". However, in a "Duty of Disclosure" rule change 
published at 1 135 OG 13 (February 4, 1992), Rule 63 was changed so that its language 
tracked the "material to patentability" language of Rule 56 (See Exhibit B). 
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In making this change, and in reply to Comment 38 at 1135 OG 17 (see Exhibit 
C), the Office stated the averments in oath or declaration forms presently in use that 
comply with the previous section 1 .63 or 1 .175 will also c omply with the reouirement 
of the new rules. The Office also stated, "Therefore, the Office will continue to accept 
the old oath or declaration forms as complying with the new rules." Applicants therefore 
submit that the inventor declaration, which complies with the requirements of Rule 63 
prior to the 1 992 rule change, also complies with the requirements of the current rule 
and should be accepted. 

Moreover, the first page of the Duty of Disclosure Rulemaking (see Exhibit B) as 
published at 1 1 35 OG 1 3 (February 4, 1 992) explains that an Applicant for a patent also 
has a duty of candor and good faith in dealing with the Patent Office and that this duty 
is broader than the duty to disclose information material to patentability. Therefore, 
Applicants submit that the duty to disclose information material to the "examination" of 
the application (which includes the duty of candor and good faith) as recited in the 
inventor declaration for the subject application is broader than and includes the duty to 
disclose information material to the patentability of the application as required by the 
Examiner. 

Applicants therefore submit that the as filed inventor declaration encompasses a 
broader duty of disclosure and complies with the requirements of 37 CFR 1 .63. 
However, in the interest of moving this case to issuance, Applicants hereby submit a 
new declaration with the language required by the Examiner. 

Respectfully submitted, 
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thTsiionV 6 appli( *"°n under 
n uLt i ,on - No copy of prior ap. 
plication or new specification is * 

T, he f,llne of ^ch a copy or' 
specification will be considered irn 
Proper, and a filing date asTf the date 
of deposit^ the request /or an afi 

, wl?1 be construed to in- 
clude a waiver of secrecy by the aDDli 
cant under 35 U.S.C. la ! to .the extent 
t W member of the public who is 
M 1 ** .1.14 .to access to, or information 

ntinui J e application filed 
under the provisions of this section 
may^be g(yen slrnllar ^ «g «cUon 

lar information concerning, the other 
app lication(s) in the file wrapper 
MnS THe f '! lne of a re ^est for a con- 
tinuing application under this section 
will be considered to be a redues tn 
expressly abandon the prior ap p] c a 
°" as , of filing date granted t he 
continuing application. 

^f" appli . cant is urged to furnish 
the following information relating to 
f !u pr L or and continuing applications 
to the best of his or her ability! 
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<6) The title of the invention and 
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in ^continuing application. 

( ) Envelopes containing only appli- 
cat on papers and fees for filing under 
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section is found to be Improper the 
applicant will be notified and given a 
time period within which to correct 
filing? error '" ^der to obtain a 
filing date as of the date the filing 
error is corrected provided the co tree 
tion is made before the payment of 
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(36 V.S.C. 6, Pub. l 
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declaration j s , 
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the Issue fee, abandonment of,. or ter- 
mination of. proceedings on the prior 
application. If the filing error is not 
corrected within the time period set, 
the application will be returned or 
otherwise disposed, of; the fee, If sub- 
mitted, will be refunded less the han- 
dling fee set forth In § 1.21(n). 
(36 U.S.C. 6, Pub. L. 97-247) 
148 PR 2710, Jan. 20, 1983, as amended at 49 
FR 556, Jan. 4. 1984; 60 PR 9380, Mar. 7, 
1985; 54 FR 47519, Nov. 15, 1989] 

Oath or Declaration 
§ 1.63 Oath or declaration. 

(a) An oath or declaration filed 
under § 1.51(a)(2) as a part of an appli- 
cation must: 

(1) Be executed In accordance with 
either § 1.66 or § 1.68; 

(2) Identify the specification to 
which It is directed; 

(3) Identify each inventor and the 
residence and country of citizenship of 
each inventor; and 

(4) State whether the Inventor Is a 
sole or Joint Inventor of the invention 
claimed. 

(b> In addition to meeting the re- 
quirements of paragraph (a), the oath 
or declaration must state that the 
person making the oath or declara- 
tion; 

(1) Has reviewed and understands 
the contents of the specification, In- 
cluding the claims, as amended by any 
amendment specifically referred to In 
the oath or declaration; 

(2) Believes the named inventor or 
Inventors to be the original and first 
Inventor or Inventors of the subject 
matter which Is claimed and for which 
a patent is sought; and 

(3) Acknowledges the duty to dis- 
close Information which is materia] to 
the examination of the application In 
accordance with § 1.56(a), 

(c) in addition to meeting the re- 
quirements of paragraphs (a) and (b) 
of this section, the oath or declaration 
in any application in which a claim for 
foreign priority is made pursuant to 
§ 1.55 must identify the foreign appli- 
cation for patent or Inventor's certifi- 
cate on which priority Is claimed, and 
any foreign application having a filing 
date before that of the application on 
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which priority s claimed by specify- States. The oath shall be attested in 
ing the application number country, all cases in this arid other countries, 
day month and year of ta f ling, by the proper official seal of tZotti' 
, d) J" T coflttouaWw-ta-part ap- cer before whom the oath or affirma- 
plication filed under he conditions tlon Is made. Such oath or affimaUoh 
specified in 35 U.S C. 120 which dls- • shall be valid as to execution If It corn- 
closes and claims subject matter in ad- pli es wlth the laws of the State or 
ditlon to that disclosed in the prior co- country where made. When the person 
pending application the oath or decla- before whom the oath or affirmation 
ration must also state that the person is made in this country is not provided 
making the oath or declaration ac- with a seal, his official character shall 
knowledges the duty, to disclose mate- be established by competent evidence 
r a information as defined in J 1.56(a) as by a certificate from a clerk of a 
which occurred between the filing court of record or other proper Officer 
date of the prior application and the having a seal 

national or PCT International filing ( D ) When the oath is taken hpfr.™ 

date of the continuation-in-part appll- an offiX, a country foreign to the 

c n ' United States, any accompanying ap- 

(36 U.S.C. 6, Pub. L. 97-247) plication papers, except the drawings, 

[48 PR 27U, Jan. 20, 1983; 48 fr 4285, Jan. must be attached together with the 

31, 1983] oath and a ribbon passed one or more 

R f c d ' .. times through all the sheets of the ap- 

§ 1.64 .Person making oath or declaration, plication, except the drawings, and the 

(a) The oath or declaration must be ends o{ sa ' d ribbon brought together 
made by all of the actual inventors under the seal before the latter is af- 
except as provided for in f§ 1:42, 1.43, fixed and Impressed, or each sheet 
or 1.47. must be Impressed with the official 

(b) If the person making the oath or seal 01 tne officer before whom the 
declaration is not the Inventor oatn is taken. If the papers as filed are 
(§5 1.42, 1.43, or 1.47), the oath or dec- not Properly ribboned or each sheet 
laration shall state the relationship of Impressed with the seal, the case will 
the person to the inventor and, upon be accepted for examination, but 
Information and belief, the facts before it Is allowed, duplicate papers, 
which the Inventor is required to prepared In compliance with the fore- 
state, going sentence, must be filed. 

(35U.S.C. 6; 16 U.S.C. 1113, 1123) 
[47 PR 41275, Sept. 17, 1982] 

61.66 Officers authorized to administer §1.67 Supplemental oath or declaration. 



(a) The oath or affirmation may be 
made before any person within the 



(a) A supplemental oath or declara- 
tion meeting the requirements of 
§ 1.63 may be required to be filed to 
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minister oaths. An oath made In a for- present in an earlier filed oath or dec- 

eign country may be made before any laration, 

fct S °i f f ' cer ° f • th " e (b) A ^PPlemental oath or declara- 

t£ „ »», 1 I authorlZea \,° admmis- tlon meeting the requirements of 

»n °? h . a, . or b f f ° re , anJ lu°" \™ havlng 5 L63 must be filed: (1) When a claim 

an official seal and authorized to ad- | s presented for matter original* 

£ n,h» e w?; ths ,n „ the ( forel en c °"ntry shown or described but not substan- 

a U thori?v t , h h.f. P ^ ICan ■ T£ b6 ' wh .??, e tlally embraced ln the statement of In- 

authority shall be proved by a certlfl- ventlon or claims originally presented; 

of th° P nn^°£ a 10 ° r C r Ular °"^ r and (2) When an ° ath or declaration 

o ™ U ,? ^ ^ ta es ' °J , by u an a P° stllle submitted in accordance with { 1.53(d) 

of an official designated by a foreign after the filing of the specification and 

country which by treaty or conven- any required drawings specifically and 

Se s i™ dS ' fM e 0 feC t to apostllles of improperly refers to an amendment 

designated officials In the United which includes new matter. No new 
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37 CFR Parts 1 and 10 
{Docket No. 910764-1306] 
(UN: 0651-AA27 

Duty of Disclosure 



/If ency: Patent and Tniemui. Office, ( 

loing Information dis- 
tent for a fee In certain 



tag lite rules of practice in patent cases to (1) cunry tne outy oi 

S) I provWe flexible Ume limits for submitting W^J^n 
closure statements including the requlremenl for * fee in certain 
c,05U ™.*r.,._ ! .... — .M.?ation of duty of disclosure issues by 



sssecaaBBassaaasg 

u Sopced strike a balance between the need of the Office o 
ot*ain and consider all known relevant Infomution pa^^to 
oSbUlty before a patenl " •*> ^ ^*" oi , d ° r , 

ffrniie unriecewary complications in the enforcement of 

SK applications and reexamination proceedings pending « filed 

Horaa03-305-9054)orJ.Micr l ael^(703-3W-93M)^orby 
IT addressed to Commissioner .qf Patents and Trademarks, 



mail addressed to Commissioner. qt Patents ana 
Washington. D.C 2023 1 . and marked to the attention of Charles 
E Van Horn (Crystal Park 2 -Room 919). ^ 
S WpUnunlary Information: A notice of proposed "lefflakirig 
onduty of disclosure and practitioner misconduct published in 
^SralRcgis.er.tMra 1 1334 (Man* 17. 
Patent and Trademark Office Official GaztUc* \ 10 Off. Gaz. 
PaL Off 12 (April 4, 1 989), was withdrawn. On August 6. 1991. 
teOf&e published ir, .he • nodec o f proposed 

rulemaking relating to duty of disclosure. 56 FR 37321 [The 
notice was also published in the Official C<nettt. 1 129 01T. 
Oar. Pat. Off. 52 (August 27. 1991). Sixty written ocMwnents 
were received in response to the notice of proposed rulemaking. 
A public hearing washeld on October 8. 1991 .Hewn .individu- 
als offered oral comments at the hearing. The sixty wntteo 
comments and a copy of the transcript of the hearing are avail- 
able for public inspection in the Office of the ^^'f'nimis- 
sioner for Patents/Room 919, Crystal Park II, 2121 Crystal 
Drive. Arlington, VA. . 

Familiarity with the notice of proposed rulemaking is as- 
sumed. Changes in the texl of the rules published for commen 
in the nolice of proposed rulemaking are discussed. Comments 
received in writing and at (he public hearing in response to the 
nolice of proposed rulemaking arc discussed. 

The rules as adopted shall lake effect as to all 
applications and reexamination proceedings either pending or 
filed on or after the effecuve dale of these rules Thus any 
information disclosure statement lhal is filed on or _afler lhat date 
muslcomply with(heprovisionsof§§l.97 and 1.98 (obcenlilled 

Changes in Text: The final rules contain several changes lo Ihc 
icxl of the rules as proposed for comment. Those changes are 

Section I.l7(i)(l) has been changed from the proposed text to 
rolled Ihc recent increase in the amount of the fee for filing a 
iviition from $120.00 to $130.00. 

0 Section 1.56(a) has been clarified to indicate that the duty ol 
i individual to disclose information is based on the knowledge 
f thai individual that the information is material lo patentability. 
, sentence has been added to § 1 .56(a) (o express the principle 
..nit ihc Office does not condone the granting of a patent on an 
application in connection with which fraud on the Office was 
practiced or attempted or the duly of disclosure was violated 
ilimuchbad fjith ur intentional misconduct. In addition, { 1 .56(a) 
I-. prupmcd h;is: been changed lo indicate lhat if all Information 
material Ki patentability of any claim issued in a patent is cited by 
the ( mice or urbmiitcd lo she Office in the manner prescribed by 
HI ,«t7(h|.(d| and 1 .98, the Office will consider as satisfied the 



the Office 10 different documents having the same teaching 
limply because the Information was not cumulative to the infor- 
^^XS?L beer, replaced by the term "estab- 
lishes" in {1 JeXMC I )• In "MMon, definition of , t prima facie 
case of unpatenubility, as set out in the preamble of the notice of 
proposed rulemaking, has been incorporated Into the rule itself. 
Hwacie case of unpatentability of a claim is established 
when the information compels a conclusion that the claim is 
unpatentable^ ^ preponderance of evidence, burden-of- 
proof standard, ■ 

(2) giving each term in the claim Its broadest reasonable 
construction consistent with the spccificaUon, and 

(3) before any consideration is given to evidence which 
may be submitted in an attempt lo establish a con 
irary conclusion of patentability. 

This prima facie standard conforms to tU standard used by an 
examiner to determine whether a claim is prima facie 

U "sec^on b 'l!56(bK2) has been modified from the text of the 
proposed rule. The focus of this paragraph has been changed so 
that itnow relates lo information which either refutes, or is 
inconsistent with, a position that applicant takes in cither 

(1) opposing an argument or unpalentabiluy relied on 
by the Office, or 

(2) asserting an argument of patentability. 

The change from the proposed rule makes clear lhal information 
is material when it either refutes, or is inconsistent with, a 
position taken by applicant before the Office. 

Section 1.97(e) has been changed from the proposed texl lo 
make it clear lhat a certification could contain either ol two 
statements. One statement is lhat each item of information in an 
information disclosure statement was cited in a search report 
from a patent office outside ihc U.S. not more than tfiree monlhs 
prior lothe filing dalcof the stalemenl. Under this certification, 
Would not matter whether any individual with a duly actually 
knew about any of ihe information cited before giving the 
search report. In the alternative, the certification could state that 
no Item of information contained in the information disclosure 
statement was cited in a communication from a foreign patent 
office in a counterpart foreign application or, lo the knowledge 
of Ihc ncrwn signing the certification after making reasonable 
inquiry , was known ,o any individual having a duty to disclose 
more than three monlhs prior lo the filing or ihe statement. 

The changes lo Ihe icxl or § 1. 97(e) as proposed place the 
appropriate priority on gelling relevant information to the Office 
oromDllv with minimum burden to applicant. The texl of Ihc 
proposal has ulso been changed by adding Ihe phrase "after 
"..£71 -,.i,i» inniijry" ( 0 make it clear lhal the Individual 



makinc rensonable inquiry lo mane » cicar ui« »» " '^ 
making the certification has a duly lo make reasonable Inquiry 
regarding the facts that ore being certified, f-or example, ir an 
inventor gave a publication to the practitioner P™mu.ing an 
application with the intent that it be cued lo the Office. Ihe 
practitioner should inquire as to when lhal inventor became 
iwarc of Ihe publication before submitting a certification under 
M 97(e)(ii) to the Office. 

A new paragraph (h) has been added lo Ihe text of proposed 
5 1 .97 . The purpose of new paragraph (h) is to ensure lhat no one 
could construe the mere filing of an information disclosure 
statement as an admission that Ihe Information died In Ihe 
statement is. o; is considered to be, materinl lo patentability as 
defined in & 1 .56(b). It is in the bcsl interest of ihe Office and (he 
i i publictopennitandencourugeindividualslociieinformalionto 
■ (he Office without fear of making an admission against 
.! interest. 

EXHIBIT B 



duty to disclose to the Office all information known to be 

affea^iSTuiat would lack the candor and good faith 
fideaUng wht the Office which Is expected of Individualf who 
are usociitod with the filing or prosecution of a patent appuca- , 

"h |156(o/. &= fait "or being made of record* 'M been 
inserted to make it clear that Information is not rrutcrial to 
patentability within the meaning of J 156 If it Is cumulative to 
either information already of record In the apphcaionorconlcm- 

..... ■ -i *r «wr»nft hv ■nnli/Mnf Par example 
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litigation when combined with information not known »t the 
time of the prosecution to any person substantively Involved in 
the preparation or prosecution of the application. 
Reply: Paragraph (a) of {1-56 makes it clear that the Office 
recognizes that the duty to disclose material lnforroitloB la 
limited to such information which Is known by an Individual 
tubstantively involved In (he preparation or prosecution of the 
application. Thus, while Information may be material under the 
definition of }l-56(bXl), there can be no duty to disclose the 
n if it is material only in combination with unknown 



knowledge of, or possession of, information that should have 



' O>mm<flrJ0.OMOTmmenlsUl£dttutr^ 
be modified so that paragraph (bXi) refers to Information that 
renders a claim unpatentable f>ut for"), paragraph (bX2) re- 
mains as proposed, and a paragraph (b)(3) Is added to include the 
definition of materiality as "the closest Information over which 
any pending claim patenUblydefines."Thiscommentsuggeste<l 
that this modified definition would have the advan- tage of not 
requiring the applicant to submit references which applicant 
knows are immaterial and to then engage in "straw man argu- 
ments based on such references, 

Reply: The suggested modification to § 1 .56 has not been adopted. 
The suggestedlanguage would seemingly require Information to 
be filed in each application, whether (he information Is relevant 
or not, since the "closest information" would be required. Sec- 
lion I S6 does not require information which is not relevant to be 
submitted, but only information which meets the definition of 
material as set out in the rule. 

Comment j 7 . One comment stated that if proposed } I -56(bXl ) 
is promulgated, there would be no need for proposed { 1 56Q>)(2) 
with regard to information which would make a prima facie case 
of unpatentability and other information required by paragraph 
(bX2) might be obscure. Another comment argued that p*n r 
graph (b)(2) was unnecessary, confusing and ambiguous and 
suggestedchinges in the languagelo make the requ iremcnt ckar 
and less ambiguous. 

Reply: The suggestion as to the language change to { I .56(bX2) 
has been adopted. The final rule language avoids the perceived 
problem of requiring an applicant to submit Information support- 
ing a position taken by (he examiner. It is not appropriate, 
however, to eliminate paragraph OK2) because it is an essential 
part of the definition of informalion material to patentability and 
will help to ensure that all material facts arc Drought to the 
attention of the examiner during the examination process. 
Comment 32. One comment questioned the language of pro- 
posed § 1 .56(b)(2) as to how an applicant could consider > prior 
art reference as supporting a position of unpatentability taken by 
the Office while at (he same lime disputing thai interpretation. 
Reply: The language of { I .56(b)(2) has been modi ficd to clarify 
that information is material lo patentability it it refutes, or is 
inconsistent with, a position (he applicant takes in (1) opposing 
an argument of unpatentability relied on by the Office, or (2) 
asserting an argument of patentability. 

Comment 33. One comment staled that S 1 J6(bX2) was flawed 
in requiring a duly (o conduct a file search (o make sure that no 
informalion exists which even arguably contradicts a position 
taken or (o be taken in response (o (he examiner, or which 
supports the examiner's position which may be improper. 
Reply: Section 1.56(b)(2) does not require a search of files. 
Under {1.56(a). the duty of disclosure is confined lo that infor- 
malion which is known to an individual to be material as defined 
in paragraph (b). 

Cnninmir j-/. Onccommeni staled lhal proposed § 1 .56(c) should 
be modified so lhal ihe duly of any individual designated as 
having a duty of disclosure would terminate wlien such indi- 
vidual ceases to be substantively involved in Ihe preparation 
or prosecution of the application. The comment used, as an 
example, an inventor who would not be aware of art cited by Ihe 
examiner which would cause informalion known (o the inventor 
to fall within ihe definition of materiality for the first lime. 
Reply: The suggestion in Ihe comment is not adopted. The duly 
lo disclose information material lo patentability rests on the 
individuals designated in § 1 .56(c) until (he application issues as 
a patent or becomes abandoned. Paragraph (a) of § 1 .56 makes it 
clear, however, lhal each individual has a duty lo disclose only 
information which is known lo thai individual lo be material. 
Comment .15. One comment staled that proposed J 1.56(c)(3) 
should not include (he assignee, or anyone (o whom there is an 
obligation (o assign (he application, in (he class of those who 



Reply: No modification to { 1 S6(c)Q) « needed since . 1.56 sets 
forth thai only Individuala who are »4*>datMwithtJte filing and 
prosecution of t patent application have a dirty of candor and 
good faith, Including a duty to disclose to the Office all informa- 
tion known to be material to patentability. 
Comment 36. One comment stated that proposed ( I -56(d) should 
be revised to expressly allow in inventor to satisfy the duty by 
disclosing information to the practitioner wl»|>rep»re* or pros- 
ecutes the application so that redundant Information disclosure 
statements will not be required from both the inventor and the 
attorney or agent. 

Reply: The suggestion In the comment is not adopted since (he 
duty as described in { I .56 will be met as long as the Information 
in question was cited by the Office or submitted lo the Office in 
the manner prescribed by f{l.97(t>Hd) *nd 1.98 before Issu- 
ance of the patent. Statements from both an inventor and the 
practitioner are not required to be submitted, 
Comment 37. One comment slated that proposed ( $ 1 .52(c) and 
1 .67(c) should be modified to either (1) expressly permit alter- 
ations to be made in an application subsequent to the signing of 
the oath or declaration If a supplemental oath or declaration is 
later submitted, or (2) more properly, prohibit such alterations 
since if alterations are desirable, they can be made and the 
m be filed with an unsigned oath or declaration, 
ment stated that willfully filling out false oaths 



filed an application containing a material alteration made after 
the signing of an accompanying oath or declaration without 
identifying thealteralion.The Office will not consider striking an 
application In which an alteration was made, but a supplemental 
oath or declaration is required to be filed in an application 
containing alterations made after the signing of the oath or 
declaration. 

Comment 38. One comment stated (hat the implementation of 
proposed 55 1.63(b)(3) and 1.175(a)(7) allows for a two-month 
delay in die deadline for requiring declarations complying there- 
with. 

Reply: The averments in oath or declaration forms presently in 
use that comply with the previous §1.63 or {1.175 will also 
comply with the requirements of the new rules. Therefore, the 
Office will continue to accept the old oalh or declaration forms 
as complying with the new rules. 

Comment 39. Five comments questioned the need for the pro- 
posed rules since statistics show lhal information disclosure 
statements are submitted early In prosecution and questioned 
what new service is being provided forlhe proposed fee in { 1.97. 
Reply: The Office desires lo continue lo encourage Informalion 
lo be submitted promptly so that ii can be considered by (he 
examiner when the first Office action is prepared. Some people , 
have expressed a desire lo have the option of wailing to submit 
informalion until after Ihe firsl Office action, without concern 
lhal (hey will be subjeel to a charge of inequitable conduct. 
Section 1.97(c), as amended, will provide (his op(ion (o appli- 
cants in that informalion will be considered later than three 
months after the filing date or Ihe application ({ 1 .97(a) prior to 
amendment) without a showing of promptness (prior { 1 .99). The 
fee will compensate Ihe Office for (he added expense caused by 
Ihe late submission of the informalion and will serve as a 
disincentive to the intentional withholding of information even 
for a short period of lime. 

Comment 40. Two comments suggested lhal proposed 
§ 1 .97(a) be modified so that the mechanism of proposed 5 1 .98 
would not be ihe only acceptable technique for submitting 
information. 

Reply: The Office has sei forth ihe minimum requirements for 
informalion lo be considered in { { 1 .97 and 1 ,98, These rules will 
provide certainly for the public of exactly what the requirements 
are, when the Office will consider informalion and when live 
Office will nol consider informalion. Thus, applicants are pro- 
vided wilh means for complying with (he duly of disclosure by 
following ihe roles. If information is submitted in a manner so 
lhal il is not considered by the Office, applicant will assume Ihe 
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